







































































68.  Thus [ consider that the opponenl has the best case under Section 5(2)(b) in relation to
CTM 001089374 (FUTURE PUBLISHING) and CTM 001150614 (THE FUTURE
NETWORK) which I shall refer to as the (?ppouenis FUTURE marks .

69, Exhibils BM1 and BMI0 show nse by the opponent of the mark FUTURE
PUBLISHING on printed publications in a number of forms. These are summarised in the
Annex to (his decision.  All of these are word marks with some additional device elements ~
white text on black background, presence or absence of a strap-line (*Medin with passion’ or
“Your Guarantee of Value’) and the word * future’ in a dislinctive font where the F and T skare
the same horizontal bar. However, i each of these the distinctive element of the mark is still
the word FUTURE. 1 consider that use of this mark in the forms shown (see Anuex) meels
the requiremeut of Section 6A(4) of the Acl, i.e., “use of a trade mark includes use ln a form
differing in elements which do uot alter ihe distinctive characler of the mark in the form in
which it was registered™,

70.  In addilion to use of the FUTURE PUBLISHING Trade mark, Exhibits BM10 and
BMI11 alzo show use of the trade mark FUTURE MUSIC in relation (o goods in class 16 as
the title of a2 montlily music magazine produced by the opponent.  Again although words
FUTURE MUSIC are preseuted in a number of different fouts, this does not aller the
distinctive character of the mark, the word FUTURE. 3

Reputation

71, The evidence provided by the opponent shows that they have been involved in the
production and zale of printed publications sinee 1993, The circulation figures provided for
six magaziue (itles, i.e, PC PLUS, PC GAMER, TOTAL GUITAR, TOTAL FILM, PC
FORMAT and FUTURE MUSIC pnbiished by the oppouent shown that significant numbers
of people are purchasing the oppouents products.  All of these magazines have the trade mark
FUTURE PUBLISHING prinied on the front cover. In 2002, this amounted to an average of
just under 400,000 copies of these magazines being sold each mouth. The opponent has used
a number of activilies to promote the FUTURE PUBLISHING and FUTURE MUSIC marks,
for example, promotional offers using the FUTURE MUSIC trade mark ou compnier mouge
mats, CD-covers and pens {see Exliibit BM7); on t-shirls (see Exhibit BM8) and ca books
(see Exhibit BM11); and using the FUTURE PUBLISHING trade mark on t-shirts (see
Exhibit BMB8) and monse mals (see Exhibit BM7). T am satisfied that this will have firmly
fixed in the minds of a large number of consuiners in the UK that publications and printed
matter which are identified by the word FUTURE are likely to be produced by the company
known as FUTURE PUBLISHING 1hat also produces FUTURE MUSIC magazine,

72, 1 do not consider thal there i sufficient evidence to show that the trade mark THE
FUTURE NETWORK s well known and has a repulation in ils own vighl. ‘Exhibits BM2,
BM4 and BM5 merely provide an explanaiion that the Future Network is the parenl company
of Future Publishing, Future Verlag and other subsidiary companies nnd it provides examples
of the magazines thmt these companies publish. However, I do think that the words Network
will bring 10 mind the word Publishing and that as both marks contain the same distinclive
elemeat, the word FUITUREE, then a consumer will recognise thal the mark FUTURE
NETWOK is probably from the same source as FUTURE PITBLISHING.



Comparison of the Marks
73. The applied for mark FUTURE is ideniical to ihe dominent and dislinctive element of

ihe opponents FUTURE marks.

Comparison of the Goods :

74. The opponent has shown use of their FUTURE inarks in telation to printed matter and
publications, The opponerl has also siiown that they have a repulation in relation to their
FUTURE marks. Thus I consider \hat given the identical or similar nature of the goods and
the identical natwre of the marks, there is a likelihood thal a consumer seeing the word
FUTURE on eny printed materials or other such goods in class 16, will bring to nind e
opponenis mark. It is likely that they will consider that Lhe goods beariug the applicants
applied for FUTURE mark will come from the same source as those of the opponent.

75. FPL lLias been successful in opposlng registration of Uie trade mark FUTURE in
relation to all goods in class 16 on the grounds ol Section 5(2){b).

SECTION 5(3) - UNFAIR ADVANTAGE OR DETRIMENT

The Law

76, Section 5(3), by vinue of regulation 7 of the Trade Mark {Prom 'Df Use, etc) Regnlations
2004, has been amended froin its original form to read: .
*5-(3) A trade mavk whicli — {a) is rdentical with or similar to an earlier trade nark, shall
nol be registered if, or to the extent that, he earlier lrade mark has a reputation in the
United Kingdom (o, in the case of a Communily trade mark or international trade mark
(EC), in the European Conununity) and the nse of the laler mark without due nause
would take unfair advantage of, or be delriimental to, the distinctive characier or the
repute of the earljer trade inark.”

Gnidiug Principles

77.  The scope of this Seclion of the Act has been considered in a number of cases nolably
General Motors Corp v Yplon 84 (Chevy) [1999] ETMR 122 and [2000] RPC 572, Premier
Brands UK Limited v Typhoon Ewrope Limited (Typhoon) [2000] FSR 767, Daimier Chrysier
v Alavi (Merc) [2001] RPC 42, C.4. Sheimer (M} Sdn Bhd's TM Applicatian (Visn) [2000]
RPC 484; Valueci Designs Ltd v IPC Magazines (Loaded} BL/455/00 and, more recently
Masrercard Imternational Inc v Hitachi Credit (UK} Plc [2004] EWHC 1623 {Cl1) and
Electrocoin Automatics Limited v Coimworld Limited and others [2004) EWHC 1498 (Ch).

78. In order 1o establish if an earlier vade mark has a reputation, [ take ﬂcconnr of the
guidance latd down in the second Chevy case (i.e, [2000], RPC, 5572:

“26. The depree of knowledge required must be considered to be reached when Lhe
eatlier mark is known by a sipuificant part of Ihe public concerned by the products or
services covered by that irade mark

27. In examining whether this condition is fuifilled, the national court must lake into
consideration &ll (he relevant facts of the case, inx partieular the market share Leld by the
trade mark, Uie inlensity, geographical extenl and ducation of ils nse, and the size of the
investrnenl made by the nndertaking in promofing it.”



76. This case also provides guidance on the nalure of the Lest to be applied in determining
whetlier lhere is unfair advantage or dewiment and the slandsrd of proof that is called for.
The Advocale General said (see [(1999), E'I:MR, 122) : «

“43. It is 1o be noted in particnlar that Article 5(2), in contrasl to Article 3{ 1)k}, does
not refer to a mere risk or likelihood of its conditions being tulfilled. The wording is
imore positive: “tekes unfair advantage of, or is detrimeninl to” {emplasis added).
Moreover, the iaking of wiifuir advaniage or the suffering of detriinenl inust be properly
substantialed, lhat is to say, properly established to the salisfaction of Lthe nutional couft:
the natiopal court 1nust be salished by evidence of aclual detriment, or of unfair
advantage, The precise method of addncing snch proof shounld in my view be a nailer
for outional rules of evidenee and procedure, as in Lhe ease of establishing likelihood of
confugion see the lenth recilal of the preamble.”

77.  More reeently in Mastercard Internatioral Incorporated v Hitachi Credit (LK) Pic Mr
Jusiice Smith deall with a snbmission by Coumnsel for the Appellant (on appeal from a
Registry opposilion decigiou) that Section 5{3) was concemed wilh possibililies rather than
actualities. Commmeneing wilh the above passage fiom Cheyy, 1he judge reviewed Lhe leading
cases dealing willi the point including observatious by Pumfrey J in the Mere case aud Pauten
T in Sikra. He coucluded that the Registry Hearing Officer Lad _[E—‘.‘.t:n right to conclude that
there must be “renl, as opposed to theoretical, evidence™ that detrimnént wilk occur and thut Lhe
Registry Hearing Officer was “righl to conclude Lhat there mudt be reul possibilities as
opposed to theoretical possibilities™.

78. I should just ndd thal, whilst the above exiracl refers to real evideuce of the claiined
form of damage, this cannot mean that there musi be actual evidence of damage having
occurred. Tn many cases that come before Registry Hearing Officers Lthe mark under artack is
either unused or Lhere has been only small scale and recent use. No evideuec of actual demage
13 possible in such circuinslances. I, therefore, interpret the ubove referenee to mean that the
tribunal must be possessed of sufficient evidence about the nse of the earlier trade mark, the
qualities and values assoeiated with it and the eheracleristics of the irade ete ihat il is a
reasonably foreseenble consequence that use of the other side’s mark will have the claimed
edverse consequence(s).

79. Ifit is accepled 1hat there will be damage, il must be more than simply of trivial extent
as is evideut from the following passage from Qasis Stares Ltd’s Trade Mark Application
[1998] RPC &631:

“IL appeas to me thal where an earlier trade mark enjoys a repulalion, and anolber
irader’ proposes to nse the same or similar mark on dissimilar goods or gervices with
the resnlt that the reputation of the earlier mak is likely 1o be damuged of tarnished in
some significanl way, the regisiration of Lhe later mark is liable to be prohibited under
Seetion 5(3) of the Act. By “damaged or lamished’ T mean affected iu such a way s0
that the value added to lhe goods sold under the earlier trade mark because of ls
repute is, or iz likely to be, reduced on schle thal is more than de mifrimis®,

80. I note teo the following from Mr Geoffiey Hobbs QC (simting as a Depuly Judge) in
Eleetrocoin Automatics v Coipworld:



102" I think it is clear thal fu order to be produclive of advantage or defrimenl of the
kind prescribed, ‘the link’ established in the minds of people in the market place needs
1o huve an effect ou their eeonomic behaviour: The presence in the markel plaee of
merks and signs which call each other lo mind is not, of itself, sufficierit for tha
purpose.” {footnotes omined).

Due Cause by Applicant
81. In cousidering the issue under Secton 5(3), I have also to consider wherther the

applicant had due cause to use the mark it seeks Lo register. FST is as to why they are justified
it choosing this particular mark, and they aré secking Lo register it for the goods and serviets
specified. The applicant cannot therefore gain relief under this provisiou of the Seelion.

B2. As disenssed in relation to the Section 5(2)(b) ground, FPL has established thai they
have a reputaliou in their FUTURE marks in reletion to goods inm class 16.  FPL is also
claiming that Lthey have a reputation in relalion (o goods in elass 25. The evidenee provided
by FPL does not support this claim to a reputalion for goods in class 25. The only examples
of use of the oppoueuis FUTURE marks in relation lo goods in ¢lass 25 bas been the
reference by Mr Manelesler lo use of t-shirts in paragraph 18 of his firsi witness staternent,
He clearly stales that these were being used principally as promolional tools and were given
away at trade shows and exhibidons. Mr Manchesler siates that a ‘$mall unmber of I-shirts
beming the FUTURE MUSIC trade mark were sold through the. magazme but provides no
further informalion, for example, regarding Ihe number of such t-shirts produced, how many
were sold or giveu away in promotions. Exhibit BM8 shows a T-shirt with the FUTURE
MIISIC nade mark priuted ou the front of il, and a T-shirt with the FUTURE PUBLISHING
trade mark printed on the front of it, 11 is uoil possible to read the neck labels of these 1-shirts.

83, In Daimier Chrysler 4G v. Javid dlavi {T/A Merc) (2001] RP.C. 42, Pumfrey |
cousidered whelher the use of the MERCEDES-BENZ and MERCEDES trade marks in
respect of clothing was mostly “T-shirt use” of these marks as decorative embellishinent or as
a bill-board 1o advertise the trade marks, Although he found thal 1he “T-shirt use® in lhis ease
was 15¢ whieh indicated trade origin, the learned judge eoncluded that beeause of the very
close association between the elothing and the cars sold by the claimant under these marks,
there was no snbsianlial goodwill in ulothing distinet from vehicles. The clothiug was sold
ihvough showiooms selling Mercedes cars and as part of the gifts and accessories sold by the
Car COmpany.

84. The use by the opponent of a T-shinl bearing the FUTURE MUSIC mark cannol be
considered nse Ihat is distinel from nse in elalion to the magazine tor the purposes of
generaling a seperale goodwill.  Similarly ase of a T-shid bearing the FUTURE
PUBLISHING mark cannot be considered use in relation o elothing that is distinet from nse
in relaton to the opponenta publishing business for the purposes of geperaling a sepamle
goodwill. T em satisfied thal the use of the opponenl’s FUTURE marks on T-shins is not
snfficient (o establish a separale and proteclable goodwill for clothing in relation to class 25.

85, As the npponent FPL has failed to eatablish (hat (he earlier mark lras the necessary
reputation to sustain an objection under Sectiou 5(3), this ground of the npposition Ffails,



SECTION 5{4){a) - PASSING OFF
86. Section 5(4)(a) of the Act states:

“5. (4} A trade mark shall nol be registered if, or to the extent that, its use in the
United Kingdom is liable o be prevenied -

{a) by virlue of any mie of law (in particular, the law of passing off) proteciing
an unregistered lrade mark or other sign used iu the course of imde! or

(BY weveeenrns

¢

A person thus entitied to prevent the use of a irade mark is referred to in this Act as
the proprietor of an "garlier 1ight" in relation o the trade mark.”

In determining whether the sign in question offends against this section of the Act, [ intend to
adopl the guidance given by the Appoiuled Person, Mr Geoffrey Hobbs QC in the Wild Child
case [1998] RPC 455.

(Goodwill and Reputation
87. Pumfrey ] in REEF Trade Mark [2002] RPC 19 stated:

“27. There is one major problem in assessing a pnssing n!_f%’g:laim oh paper, as will
nonnally happen in the Registry. This is the cogency of the evidence of reputation and
i15 extenl. [t Seems Lo me that in any case in which this ground of opposilion is raised the
Regisirar is entitled lo be presented with evidence whiel at least raises a prima facie
case (hat (he opponent’s repntation extends to the goods eomprised in the applicant's
speciiication of goods. The requiremenis of (he objection itself are considerably more
stringent than the enquiry under s 11 of the 1938 Aet (see Smith Hayden & Co. Lid’s
Application (OVAX) [1946] 63 RPC 97 as qualified by BALI Trade Mark [1969] RPC
472). Thns the evideuce will include evidence from the trade as 1o reputation; evidence
as to (e inanper in which the goods are traded or the services supplied; and so on.

28. Evidence of reputation comes primarily. from the trade and the pnblic, and will be
supported by evidence of (e extent of uge. To be useful, the evidence muat be directed
to the relevant date......”

88. Professor Annand, sitting as the appointed person, in the Logded decision BL (0/191/02,
accepted [hat proof of goodwill could be accomplished by other means. The judgment of the
Court of Appeal in PhoviesdlJ Lid grd another v Phoredu.co.uk Internet Lid and others
[2006] EWCA Civ 244, reported as [2007] RPC 5, is a waming against basing a decision on a
forrmnla and ignoring the actual evidence,

89, As the applicant has already established the likelihood of confuslon between Lhe
carlier mark and the sign in relalion to goods in chiss 16, I do nol need to consider the
_grounds under Seetion 5(4)(a) in relation fo these goods and will do so only in relation to
elass 25

90. In order lo sncceed in a claim for passing off, the opponenl will have W show thal a
person seeing the word FUTURE on goods being sold by the npplicant would consider that
these goods were being sold by (e opponent. ‘The word FUTURE is inherently not very



distinctive 35 a trade mark because it is & common and well known dictionary word. The
reputation and goodwill that FPL have established ia relation lo goods in class 16 does not in
my opinion extend to goads in class 25. I do not consider it likely that a person seeing the
word FUTURE on clothing, headgear or foolwear in class 25 would consider thal lhese poods
were from the same source as goods in class 16 sold under the opponent’s FUTURE marks.
‘Thus there is no likelihood hat 2 misrepresentation will occur that is likely to cause damage

to goodwill in the opponents bnsiness.

91. FPL has not made ont the gronnd under Section 5(d)(a) to oppose regisiration of
the goods in vlass 5. :

Conclusion o
92, FPL has failed in its opposilion under Section 3(6) to registration of all the goods and

sprvices applied for iu irade mark applination no. 2290533 for the word mark FUTURE,

g3. FPL has sunceeded in (15 opposition upder Section 5(2)(b) lo the registration of trade
mark application no. 2250533 lor all goods in class 16 but has failed in u opposition to
registration of this mark in relalion to goods in class 25 under Seclion 5(3) and 5(4){a).

COSTRS

94. FPL has suecesded only iu part in its opposition to regisﬁiglﬂnn by FAT of wrade mark
application no. 2290533 for the word mark FUTURE. As a consequence, | consider that FST
is entitled o a contribulion lowards their costs. | order FPL Lo pay F8T the sum of £500.
This sum is 1o be paid within seven days of the expiry of the appesl period or within seven
days of the final determiuation of this case if any appeal against this decision is unsuccessful.

Dated this 27th day of Septermber 2007

AT

F?  Dr Lawrence Cullen

For the Regisirar,
the Comptroller-General

[N A



The forms of theitr de

ANNEX

Tradg Mark reg:srratmn 2290533 for the mark FUTURE
- Opposition 93671

ﬁ{s'rk FUTURE PUBLISHING used by the Opponent (FPL) on printed
publications in the period 1997 to 2001
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Totore

fhechia Wik
Poashror

HP.’ e

Your Guarantes
Of Value

January 2000

— Al S ———— e _uama
Dale Magazine
Augusl 2001 PC Formal
February 2001 PC Format
Mareh 2001 PC Garner
Augnst 2001 PC Plus
Date Mugazine
January 1997 Totn! Guitar
January 1995 Total Guilar
January 1998 Totnl Film
Jamary 1998 Fulure: Mm-lc
Dale Megazine
Jamiary 2001 Taotal Guitar
February 2001 PC Format
December 2000 PC Gamer
January 2001 Future Music
Date , Mugpzine
Noveinber 1999 PC Format
June 1998 PC Format
Tanuary 2000 Total Guitar
April 1997 Totnl Film

Future Music




